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DETAILED ACTION 

• This action is responsive to the following communication: RCE filed on 1 1/18/05. 

• Claims 1,3-5, 8-9, 13, 16-17 are pending. 

• Amendment After Final filed on 10/20/05 has been entered. 

Continued Examination Under 37 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this appHcation is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 
1.17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 1 1/18/05 has been 
entered. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3-5, 8-9, 13, and 16-17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The examiner is unclear whether 
"automatically" gathering, correlating, comparing, determining, adjusting, analyzing, 
weighting as cited in claims 1, 3-5, 8-9, 13, and 16-17 is an "inherent" feature of 
"automatically" selecting a print setting of a document from the plurality of print quality 
settings based on data relating to document contents, prior setting selections, and etc. The 
examiner has carefully examined the original filed specification, but fails to find any 
teachings relating to "automatically" gathering, correlating, comparing, determining, 
adjusting, analyzing, weighting. The original filed specification only teaches a method of 
"automatically" selecting one of a plurality of print quality settings based on data relating 
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to document contents, prior print setting selections, and etc (see abstract and page 2, lines 
25-28, and page 1 1, lines 8-13). As for prior arts rejection the examiner herein interprets 
as an "inherent" feature. Clarification is required. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 8, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shima 
(US 6149323), and in view of Hattori (US 5455895). 

Regarding claim 1, Shima discloses a method of selecting of selecting one of a 
plurality of print settings (selecting from a plurality of stored print setting values for 
printing current document, fig. 3, col. 2, lines 15-67) for printing a current document 
comprising: 

• gathering historical document data (gathering historical data of stored document such 
as titles, col. 3, lines 20-25) relating to prior print setting selections (stored print setting 
values A1-A4 or B1-B4, fig. 2, col. 3, lines 1-40 and col. 4, lines 6-45); 

• correlating each prior print setting selection (print setting values correlated with print 
stored document, col. 3, lines 17-40) with one or more characteristics of the historical 
document data (i.e. title of a document, col. 3, lines 20-25), including user's prior print 
setting preference (each document is linked with a setting value files as shown in fig. 3 & 

6); 

• comparing (comparing correlated print setting values to the current document attributes 
to determine whether previous stored setting values can be used, if not, creates a new 
setting values, fig. 3, col. 4, lines 45 to col. 5, lines 1-60 and col. 7, Unes 3-32) the 
correlated print setting selections to one or more characteristics of the current document 
to select a print setting from among the plurality of print settings. 
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However, Shima fails to teach and/or suggest the processes are performed 
automatically for selecting the most compatible print setting mode based upon print data 
attributes. 

Hattori, in the same field of endeavor for printing, teaches the processes are 
performed automatically for selecting the most compatible print setting mode based upon 
print data attributes (automatically selecting a print mode based upon print data, abstract, 
figs. 2-4, col. 1, lines 55 to col. 2, lines 34), 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify print system method of Shima to include instructions for 
automatically selecting the most compatible print setting mode based upon print data 
attributes as taught by Hattori because of a following reason: (•) high degree of certainty 
and decreases chances of a misjudgment of a print mode (col. 1, lines 55-60); (•) to 
ensure high print output quality by utilizing the best compatible print mode; (•) 
automatically selecting best print mode without human invention reduces operating time 
and costs. 

Therefore, it would have been obvious to combine Shima with Hattori to obtain 
the invention as specified in claim 1 . 

Regarding claim 8, Shima discloses a method of selecting one of a plurality of 
print settings for printing a current document (selecting from a plurality of stored print 
setting values for printing current document, fig. 3, col 2, lines 15-67) comprising the 
steps of 

• gather prior document data (gathering historical data of stored document such as titles, 
col. 3, lines 20-25) relating to prior setting selections including a user's preferred print 
setting associated (stored print setting values A1-A4 or B1-B4, fig. 2, col. 3, lines 1-40 
and col. 4, lines 6-45) with the prior document data (each document is linked with a 
setting value files as shown in fig. 3 & 6); 

• comparing (comparing correlated print setting values to the current document attributes 
to determine whether previous stored setting values can be used, if not, creates a new 
setting values, fig. 3, col. 4, lines 45 to col. 5, lines 1-60 and col. 7, lines 3-32) the prior 
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print settings selections and associated prior document data to at least one of the current 
document; 

• selecting (step S6, fig. 3) a print setting for the document based on the comparison. 

However, Shima fails to teach and/or suggest the processes are performed 
automatically for selecting the most compatible print setting mode based upon print data 
attributes. 

Hattori, in the same field of endeavor for printing, teaches the processes are 
performed automatically for selecting the most compatible print setting mode based upon 
print data attributes (automatically selecting a print mode based upon print data, abstract, 
figs. 2-4, col. 1, lines 55 to col. 2, lines 34). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify print system method of Shima to include instructions for 
automatically selecting the most compatible print setting mode based upon print data 
attributes as taught by Hattori because of a following reason: (•) high degree of certainty 
and decreases chances of a misjudgment of a print mode (col. 1, lines 55-60); (•) to 
ensure high print output quality by utilizing the best compatible print mode; (•) 
automatically selecting best print mode without human invention reduces operating time 
and costs. 

Therefore, it would have been obvious to combine Shima with Hattori to obtain the 
invention as specified in claim 8. 

Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shima and 
Hattori, and further in view of Minagawa (US 6614550). 

Regarding claim 3, the combinations of Shima and Hattori fail to teach and/or 
suggest automatically determining an amount of text data in the current document; and 
automatically adjusting a print setting associated with the current document based on the 
amount of text data and the user's prior print setting preference. 

Minagawa, in the same field of endeavor for printing, teaches automatically 
determining an amount of text data (col. 9, lines 35-42) in the current document; and 
automatically adjusting (fig. 8, abstract, col. 2, lines 4-10 and col. 6, lines 18-28) a print 
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setting associated with the current document based on the amount of text data and the 
user's prior print setting preference. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify print system method of Shima and Hattori to include 
instructions automatically determining an amount of text data in the current document; 
and automatically adjusting a print setting associated with the current document based on 
the amount of text data and the user's prior print setting preference as taught by 
Minagawa because of a following reason: (•) to save print medias (col. 9, lines 55-58). 
Therefore, it would have been obvious to combine Shima, Hattori, and Minagawa to 
obtain the invention as specified in claim 3 

Regarding claim 4, Minagawa further teaches automatically determining an 
amount of image data (col 9, lines 35-42) in the current document; and automatically 
adjusting a print setting (fig. 8, abstract, col. 2, lines 4-10 and col. 6, Unes 18-28) 
associated with the current document based on the amount of image data and the user's 
prior print setting preferences. 

Regarding claim 5, Minagawa further discloses automatically comparing an 
amount of text data in the document and an amount of image data (col 9, lines 35-42) in 
the document with a user's prior print setting preference associated with prior documents 
having a similar amount of text data and image data; and automatically selecting (col. 9, 
lines 35-42) a print setting for the document from the plurality of print settings based on 
the comparison. Also notes: automatically determining amount of image data and text 
data within an document is well known and is taught by the cited prior art of record (US 
5731823 to Miller etal). 

Claims 9, 13, 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shima 
(US 6149323), Leiman et al (US 6469796), and further in view of Hattori (US 5455895). 
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Regarding claim 9, Shima disclsoes a method of selecting one of a plurality of 
settings for printing a current document (selecting from a plurality of stored print setting 
values for printing current document, fig. 3, col. 2, lines 15-67) comprising the steps of 

• analyzing a plurality of characteristics relating to document data in the document 
(gathering historical data of stored document such as titles, col. 3, lines 20-25), the 
plurality of characteristics including an input/output protocol (printer A or B, fig. 2), a 
host device type (name of the machine, col. 3, lines 20-25), an application being (printer 
driver A or B, fig. 2) used to print the document, and a type of print media being printed 
(paper type, col. 1, Hnes 20-25); 

• comparing the plurality of characteristics relating to document data in the current 
document with a user's prior setting preference (comparing correlated print setting values 
to the current document attributes to determine whether previous stored setting values can 
be used, if not, creates a new setting values, fig. 3, col. 4, lines 45 to col. 5, Unes 1-60 and 
col. 7, Unes 3-32) associated with prior documents having similar characteristics (each 
document is linked with a setting value files as shown in fig. 3 & 6); and 

• selecting (step S6, fig. 3) a print setting for the current document from the plurality of 
print settings based on the comparison. 

Shima discloses a method for analyzing a plurality of characteristics relating to 
document data in the document, but fails to teach and/or suggest plurality of 
characteristics relating to document data in the document including a job queue status, 
and a time of day. 

Leiman, in the same field of endeavor for printing, teaches a method for analyzing 
a plurality of characteristics relating to document data in the document including a job 
queue status (job status, fig. 1 1), and a time of day (time submitted, fig. 1 1). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made by modifying/adjusting the print setting values files (i.e. print mode) 
based on the characteristics of current document such as job status queue and time of day 
that was submitted for printing as taught by Leiman because of a following reason: to 
improve the quality of output product by using the most optimum print settings based 
upon document's characteristics. 
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However, the combinations of Shima and Leiman fail to teach and/or suggest the 
processes are performed automatically for selecting the most compatible print setting 
mode based upon print data attributes. 

Hattori, in the same field of endeavor for printing, teaches the processes are 
performed automatically for selecting the most compatible print setting mode based upon 
print data attributes (automatically selecting a print mode based upon print data, abstract, 
figs. 2-4, col. 1, lines 55 to col, 2, lines 34). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify print system method of Shima to include instructions for 
automatically selecting the most compatible print setting mode based upon print data 
attributes as taught by Hattori because of a following reason: (•) high degree of certainty 
and decreases chances of a misjudgment of a print mode (col. 1, lines 55-60); (•) to 
ensure high print output quality by utilizing the best compatible print mode; (•) 
automatically selecting best print mode without human invention reduces operating time 
and costs. 

Therefore, it would have been obvious to combine Shima and Leiman with Hattori to 
obtain the invention as specified in claim 9. 



Regarding claim 13, Shima further teaches the method of claim 9, further 
comprising the step of automatically weighting each of the plurality of characteristics 
according to at least one factor, including a factor associated with a setting in which the 
printer (resolution, col. 5, lines 10-20 and/or color/monochrome printing, col. 1, lines 19- 
21) is being used. 

Regarding claim 17: Claim 17 recites limitations that are similar and in the same 
scope of invention as to those in claim 9 above except computer readable memory for 
storing computer programs. All computers/printers have some type of computer readable 
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medium (i.e. storage device 81, fig. 6) for storing computer programs, hence claim 17 
would be rejected using the same rationale as in claim 9. 

Response to Arguments 

Applicant's arguments, see pages 8-11, filed 10/20/05 with respect to the rejection(s) of 
claim(s) 1 under 102(e) have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of newly found prior art references. 

Applicant's arguments, see pages 8-11, filed 10/20/05 with respect to the rejection(s) of 
claim(s) 3-5, 9, 13, 17 under 103(a) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of newly found prior art references. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• US 6141028 to Aruga, teaches a method for automatically selecting an best print mode 
based upon print media selected for print job. 

Any inquiry concerning this communication or earher communications from the 
examiner should be directed to Thierry L. Pham whose telephone number is (571) 272- 
7439. The examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571)272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent AppUcation Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




